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Studies on the Prior Art Plea of China Patent Law—and a Discussion on
Patent Related Revision

Student : Kai-Ting Hsu Advisor : Wen-Chieh Wang

Institute of Technology Law
National Chiao Tung University

ABSTRACT

As Taiwan’s government release the restriction on investing in China
gradually, more and more Taiwan’s industries go investing in China. Those
who invest in China cannot avoid some problems on patent, including patent
application, patent protection, and being accused of patent infringement.
Nevertheless, research on China Patent Law in Taiwan is few and far between.
In this way, it’s necessary to study China Patent Law thoroughly.

Many accused in China would like to demur on the prior art in patent
infringement cases. Before the third revision on China Patent Law, 27
December, 2008, there is no rule on prior art plea in China Patent Law;
however, the prior art plea is still recognized practically. After the third
revision on China Patent Law, the prior art plea has been recognized as a
defense raised by the accused in patent infringement cases. They all show the
importance of the prior art plea in patent litigation of China. Furthermore, it
happens to meet the third revision on China Patent Law when writing this
article, so this article also discusses the parts related to the prior art plea in the
third revision.

In order to figure out how the prior art plea used by the accused and
judged by the court in China now, this article analyzes some patent

infringement cases by empirical study. This article hopes to give those who



wants to raise the prior art plea some advise to ensure his/her prior art plea
would be accepted by the court.

This article has some suggestions to the third revision of China Patent Law.
First of all, identify the status of the Patent Reexamination Board. Secondly,
the patentability of appearance design patent should include non-obviousness.
Thirdly, “known to the public” in China Patent Law 822(5) shall interpret as
“available to the public,” like Europe and US.

Key Words : prior art, prior art plea, patent infringement, the third revision of

China Patent Law
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or
on sale in this country, more than one year prior to the date of the application for patent in the United States, or
(c) he has abandoned the invention, or

(d) the invention was first patented or caused to be patented, or was the subject of an inventor’s certificate, by the
applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent
in this country on an application for patent or inventor’s certificate filed more than twelve months before the
filing of the application in the United States, or

(e) the invention was described in

(1) an application for patent, published under section 122 (b), by another filed in the United States before the
invention by the applicant for patent or

(2) a patent granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section 351 (a) shall
have the effects for the purposes of this subsection of an application filed in the United States only if the
international application designated the United States and was published under Article 21(2) of such treaty in the
English language; or

(f) he did not himself invent the subject matter sought to be patented, or

(9)

(1) during the course of an interference conducted under section 135 or section 291, another inventor involved
therein establishes, to the extent permitted in section 104, that before such person’s invention thereof the
invention was made by such other inventor and not abandoned, suppressed, or concealed, or

(2) before such person’s invention thereof, the invention was made in this country by another inventor who had
not abandoned, suppressed, or concealed it. In determining priority of invention under this subsection, there shall
be considered not only the respective dates of conception and reduction to practice of the invention, but also the
reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to
conception by the other.
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% Paris Convention for the Protection of Industrial Property Article 4

A. (1) Any person who has duly filed an application for a patent; or for the registration of a utility model, or of
an industrial design, or of a trademark, in one of the countries of the Union, or his successor in title, shall enjoy,
for the purpose of filing in the other countries, a right of priority during the periods hereinafter fixed.

(2) Any filing that is equivalent to a regular national filing under the domestic legislation of any country of
the Union or under bilateral or multilateral treaties concluded between countries of the Union shall be recognized
as giving rise to the right of priority.

(3) By a regular national filing is meant any filing that is adequate to establish the date on which the
application was filed in the country concerned, whatever may be the subsequent fate of the application.

B. Consequently, any subsequent filing in any of the other countries of the Union before the expiration of the
periods referred to above shall not be invalidated by reason of any acts accomplished in the interval, in particular,
another filing, the publication or exploitation of the invention, the putting on sale of copies of the design, or the
use of the mark, and such acts cannot give rise to any third—party right or any right of personal possession.
Rights acquired by third parties before the date of the first application that serves as the basis for the right of
priority are reserved in accordance with the domestic legislation of each country of the Union

C. (1) The periods of priority referred to above shall be twelve months for patents and utility models, and six
months for industrial designs and trademarks.

(2) These periods shall start from the date of filing of the first application; the day of filing shall not be
included in the period.

(3) If the last day of the period is an official holiday, or a day when the Office is not open for the filing of
applications in the country where protection is claimed, the period shall be extended until the first following
working day.

(4) A subsequent application concerning the same subject as a previous first application within the meaning
of paragraph (2), above, filed in the same country of the Union shall be considered as the first application, of
which the filing date shall be the starting point of the period of priority, if, at the time of filing the subsequent
application, the said previous application has been withdrawn, abandoned, or refused, without having been laid
open to public inspection and without leaving any rights outstanding, and if it has not yet served as a basis for
claiming a right of priority. The previous application may not thereafter serve as a basis for claiming a right of
priority.
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